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-- The MAILING DATE of this communication appears on th cover sheet with the correspondence address -- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 21 July 2003 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) £3 Claim(s) 20-22 and 24-31 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) E3 Claim(s) 27-31 is/are allowed. 

6) [S Claim(s) 20-22 and 24-26 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
1 1 )D The proposed drawing correction filed on is: a)0 approved b)D disapproved by the Examiner: 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)DAII b)Q Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 



3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) Q Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) CH Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) CH Notice of Informal Patent Application (PTO-152) 

3) EH Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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The text of those sections of Title 35, U.S. Code not included in this action can be found in a 
prior Office action. 

Claims 20-22 and 24-26 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. The claims are vague and indefinite. 

The claims embrace more than was elected. In the election filed February 11, 2003, applicants 
did not elect one combination for examination on the merits (see the Office action mailed October 2, 
2002,- pages 3-4). Applicants did elect SEQ ID NO: 1 and sequences encoding SEQ ID NO: 2, which have 
been examined on the merits. In the office action mailed March 24, 2003, claims directed to 
combinations of nucleotide sequences were treated on the merits, but ought not have been. The error is 
regretted. However, since applicants have received an action on the merits for those claims, those claims 
will continue to be examined on the merits. The combination claims (i.e. claims 20-22 and 24-26) claim 
in excess of 8 billion different combinations of two or more different nucleotide sequences selected from 
a total of 31 different nucleotide sequences. Since claims 20-22 and 24-26 are drawn to compositions 
reciting different combinations of individual nucleotide sequences, applicants are required to select one 
combination for examination. If the selected combination contains ten or fewer sequences, all of the 
sequences of the combination will be searched. If the selected combination contains more than ten 
sequences, the combination will be searched until one nucleotide sequence is found to be allowable. The 
order of searching will be chosen by the examiner to maximize the identification of an allowable 
sequence. If no individual nucleotide sequence is found to be allowable, the examiner will consider 
whether the combination of sequences taken as a whole renders the claims allowable. The identification 
of any allowable sequence(s) will cause all combinations containing the allowed sequence(s) to be 
allowed. See O.G. 68 (November 19, 1996) and MPEP 803.04. 

Claims 27-31 are allowable over the prior art of record. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to James Martinell whose telephone number is (703) 308-0296. The fax phone number for 



Application/Control Number: 09/809,545 



Page 3 



Art Unit: 1631 

Examiner Martinell's desktop workstation is (703) 746-5162. The examiner works a flexible schedule and 
can be reached by phone and voice mail. Alternatively, a request for a return telephone call may be e- 
mailed to iames.martinell@uspto.aov . Since e-mail communications may not be secure, it is suggested 
that information in such requests be limited to name, phone number, and the best time to return the call. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Michael Woodward, can be reached on (703) 305-4028. 



The fax phone number for the organization where this application or proceeding is assigned is 
(703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to the receptionist whose telephone number is (703) 308-0196. 



PLEASE NOTE THE NEW FAX NUMBER 



Jarrfes Martinell, Ph.D. 
Primary Examiner 
Art Unit 1631 




